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1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claim(s) 1-18, 33, 34, 136 and 137, drawn to a purified mammalian RapR7 protein, a 
protein which comprises the amino acid sequence substantially as set forth in SEQ ID No. 4 or 7, 
a purified protein encoded by a nucleic acid capable of hybridizing to a DNA comprising a 
sequence consisting of the coding region of SEQ ID No. 2 or 5, a purified derivative or analog of 
the mammalian RapR7 protein display one or more functional activities of said RapR7 protein or 
capable of binding to an antibody against a mammalian RapR7 protein, a purified fragment of a 
mammalian RapR7 protein, and a pharmaceutical composition comprising said protein. 

Group II, claim(s) 19-21, 35 and 104-113, drawn to an antibody which is capable of binding to a 
mammalian RapR7 protein, a pharmaceutical composition comprising said antibody, and a 
method of producing said antibody. 

Group III, claim(s) 22-32, drawn to an isolated nucleic acid encoding a mammalian RapR7 
protein as set forth in group I, a recombinant cell containing said nucleic acid, and a method of 
producing a mammalian RapR7 protein by using the recombinant cell. 

Group IV, claim(s) 36-59 and 120-130, drawn to a method for generating a genetically modified 
cell having altered sensitivity to rapamycin comprising introducing into the genome of a cell of 
an organism a knockout DNA construct, and a cell comprising said knockout DNA construct. 

Group V, claim(s) 60, 61 and 63-65, drawn to a method for treating a mammal having a cancer 
comprising administering to said mammal an agent that reduces the expression of the RapR7 
gene in cells of said cancer. 

Group VI, claim(s) 60, 62-64 and 66, drawn to a method for treating a mammal having a cancer 
comprising administering to said mammal an agent that causes the expression of the RapR7 gene 
in cells of said cancer. 

Group VII, claim(s) 60, 63, 64 and 67, drawn to a method for treating a mammal having a cancer 
comprising administering to said mammal an agent comprising a RapR7 protein or a 
therapeutically equivalent fragment thereof 

Group VIII, claim(s) 68-74, drawn to a method for diagnosing a cancer or a predisposition to a 
cancer in a mammal comprising determining an expression level of the RapR7 gene in cells of 
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said mammal by using one or more polynucleotide probes comprising a nucleotide sequence of 
RapR7 gene. 

Group IX, claim(s) 75, 77-80, drawn to a method for diagnosing a cancer or a predisposition to a 
cancer in a mammal comprising determining the level of abundance of RapR7 protein in cells 
of said mammal by using antibody. 

Group X, claim(s) 76-80, drawn to a method for diagnosing a cancer or a predisposition to a 
cancer in a mammal comprising determining the level of activity of said RapR7 protein in cells 
of said mammal. 

Group XI, claim(s) 81-87, drawn to a method for evaluating rapamycin resistance in a cell 
comprising determining an expression level of a RapR7 gene in said cell by using one or more 
polynucleotide probe comprising a nucleotide sequence of RapR7 gene. 

Group XII, claim(s) 88 and 90-93, drawn to a method for evaluating rapamycin resistance in a 
cell comprising determining a level of abundance of a protein encoded by RapR7 gene in said 
cell by using antibody. 

Group XIII, claim(s) 89-93, drawn to a method for evaluating rapamycin resistance in a cell 
comprising determining the level of activity of a protein encoded by RapR7 gene in said cell. 

Group XIV, claim(s) 94, 95 and 97, drawn to a method for regulating rapamycin resistance in 

a cell comprising contacting said cell with an agent that reduces the expression of said RapR7 
gene in said cell. 

Group XV, claim(s) 94, 95 and 98, drawn to a method for regulating rapamycin resistance in a 
cell comprising contacting said cell with an agent that causes the expression of said RapR7 gene 
in said cell. 

Group XVI, claim(s) 96 and 97, drawn to a method of regulating growth of a cell comprising 
contacting said cell with an agent that reduces the expression of said RapR7 gene in said cell. 

Group XVII, claim(s) 96 and 98, drawn to a method of regulating growth of a cell comprising 
contacting said cell with an agent that causes the expression of said RapR7 gene in said cell. 

Group XVIII, claim(s) 94, 95 and 99, drawn to a method for regulating rapamycin resistance 
in a cell comprising contacting said cell with an agent that comprises a RapR7 protein or a 

therapeutically equivalent fragment thereof. 

Group XIX, claim(s) 96 and 99, drawn to a method for regulating growth in a cell comprising 
contacting said cell with an agent that comprises a RapR7 protein or a therapeutically 
equivalent fragment thereof. 
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Group XX, claim(s) 100-102 and 114-116, drawn to a method of identifying an agent that is 
capable of regulating rapamycin resistance comprising comparing inhibitory effect of rapamycin 
on cells expressing said RapR7 gene with and without said agent, wherein said agent reduces 
expression of the RapR7 gene, and an agent that reduces expression of the RapR7 gene. 

Group XXI, claim(s) 100, 101, 103, 1 14, 1 15 and 1 17-1 19, drawn to a method of identifying an 
agent that is capable of regulating rapamycin resistance comprising comparing inhibitory effect 
of rapamycin on cells expressing said RapR7 gene with and without said agent, wherein said 
agent causes expression of a normal version of the RapR7 gene, and an agent that causes 
expression of a normal version of the RapR7 gene. 

Group XXII, claim(s) 131-133, drawn to a microarray for diagnosing rapamycin resistance, said 
microarray comprises one or more polynucleotide probe having a nucleotide sequence in a 
RapR7 gene. 

Group XXIII, claim(s) 1 34, drawn to a kit for diagnosis of rapamycin resistance comprising in 
one or more containers one or more polynucleotide probes, wherein each said polynucleotide 
probe comprises a nucleotide sequence in a RapR7 genc. 

Group XXIV, claim(s) 135, drawn to a kit for screening for agents which regulates rapamycin 
resistance and/or tumorgenesis comprising in one or more containers (i) the cell of claim 120, (ii) 
tetracycline or a derivative or analog thereof, and (iii) rapamycin or a derivative or analog 
thereof. 

2. The inventions listed as Groups I-XXIV do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the putative common special 
feature shared by groups I-III, VII-IX, XI, XII, XVIII, XIX and XXII-XXIV is either the RapR7 
amino acid sequence or the nucleic acid encoding said RapR7 amino acid sequence. Hillman et 
al, 2001 (WO 01/72777 A2) discloses a nucleotide sequence (N-Geneseq Accession No. 
ABA83007) encoding a human transcription factor TRFX-34, which is 87.2% identical to the 
nucleotide sequence of SEQ ID No. 2 from nucleotide 363 to nucleotide 2856, and the nucleotide 
sequence would be able to hybridize to the sequence of SEQ ID No. 2. Hillman also discloses 
the protein sequence of human transcription factor TRFX-34 (A-Geneseq Accession No. 
ABB50183), which is 90.8% identical to the amino acid sequence of SEQ ID No. 3 from amino 
acid residue 123 to amino acid residue 95 1 . It is noted that amino acid residues 123-95 1 of SEQ 
ID No. 3 is the amino acid sequence of SEQ ID No. 4. Therefore, the amino acid sequence of 
Accession No. ABB50183 is 90.8% identical to the amino acid sequence of SEQ ID No. 4. The 
amino acid sequence disclosed by Hillman is substantially identical to SEQ ID No. 4, it is a 
protein encoded by a nucleic acid capable of hybridizing to the DNA sequence of SEQ ID No. 2, 
it can bind to an antibody directed against a mammalian RapR7 protein, and it contains a 
fragment of a mammalian RapR7 protein. The protein sequence disclosed by Hillman can be 
used to produce an antibody directed against a mammalian RapR7 protein. Thus, there is no 
special technical feature contributed by the instant invention over the prior art. 
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3. Groups V-VII do not share common special technical feature because they use different 
agent for different biological functions: an agent reducing expression of RapR7, an agent causing 
expression of RapR7, and an agent comprising a RapR7 protein. Similarly, groups XIV-XXI do 
not share special technical feature. Groups VIII-X do not share special technical feature because 
they use different agent for different purposes: determining expression level of the RapR7 gene, 
determining level of abundance of RapR7 protein, and determining level of activity of the RapR7 
protein. Similarly, groups XI-XIII do not share special technical feature. Group IV, groups V- 
VII, groups VIII-X, groups XI-XIII, groups XIV, XV, XVIII, groups XVI, XVII, XIX, and 
groups XX-XXI also do not share special technical feature because they are drawn to different 
methods having different objectives, method steps, reagents and schedules used, and criteria of 
success. Further, groups I-III, VII-IX, XI, XII, XVIII, XIX, XXII-XXIV and groups IV-VI, X, 
XIII-XVII, XX, XXI do not share special technical feature. In view of the reasons set forth 
above, Groups I-XXIV do not relate to a single general inventive concept under PCT Rule 13.1 
because, under PCT Rule 13.2. 

4. Upon election of any of groups I-III, VII-IX, XI, XII, XVIII, XIX, XXII-XXIV, further 
restriction is required. Applicants is required to elect SEQ ID Nos. 2-4 or SEQ ID Nos. 5-7 for 
examination because SEQ ID Nos. 2-4 represent mouse RapR7 sequences and SEQ ID Nos. 5-7 
represent human RapR7 sequences. They have different core nucleotide sequences and different 
protein properties. It is noted that this is a restriction rather than an election of species. Since 
there are 13 groups in this section and each group has two choices, therefore, there are 26 groups 
in this section. Excluding groups I-III, VII-IX, XI, XII, XVIII, XIX, XXII-XXIV, there are 1 1 
groups left. Thus, there are a total of 37 groups, i.e. 26 groups + 1 1 groups. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

6. The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and the product claims are subsequently found 
allowable, withdrawn process claims that depend from or otherwise require all the limitations of 
the allowable product claim will be considered for rejoinder. All claims directed to a nonelected 
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process invention must require all the limitations of an allowable product claim for that process 
invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103 and 112. Until all claims to the elected product are found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowable product claim 
will not be rejoined. See MPEP § 821.04(b). Additionally, in order to retain the right to rejoinder 
in accordance with the above policy, applicant is advised that the process claims should be 
amended during prosecution to require the limitations of the product claims. Failure to do so 
may result in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement is 
withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shin-Lin Chen whose telephone number is (571) 272-0726. The 
examiner can normally be reached on Monday to Friday from 9:30 am to 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Paras can be reached on (571) 272-45 17. The fax phone number for this group 
is (571)273-8300. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 

should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 



Shin-Lin Chen, Ph.D. 



/Shin-Lin Chen/ 

Primary Examiner, Art Unit 1632 



